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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such foil, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 6-17 are rejected under 35 U.S.C. 112, first paragraph for containing New Matter. 
Claims 6 and 7 recite that the pressure sensitive adhesive layer "consists" of a styrene butadiene- 
based rubber, an acryl based rubber, and a rosin based or a petroleum resin based material. The 
specification is not seen to support this new language that the adhesive only contains both 
rubbers and either a rosin or petroleum based material and nothing else. Neither the specification 
nor the claims as originally filed uses the term "consisting of. In fact, the claims as originally 
filed do not even recite an adhesive layer. Also, not only does the specification not specifically 
exclude additional components, the specification is only inconclusive as to the make up of the 
adhesive constituents. For example, beginning on page 8, it is disclosed that a pressure sensitive 
adhesive is produced by blending styrene-butadiene based rubber and acryl based rubber with a 
rosin based or petroleum resin based stickiness providing material, yet the three examples (i.e. 
adhesive and comparative adhesive b and c) are disclosed as being acryl based, "another" acryl 
based and a styrene butadiene based adhesive, respectively. Thus, the adhesive, which is 
disclosed as working the best, is not one consisting of styrene-butadiene rubber and acryl rubber, 
but only acryl rubber. For the above reasons, the phrase "consisting of appears to be New 
Matter. Also, as an aside, the comparative data found on pages 12 and 13 of the specification 
would not be convincing evidence for any urging of unexpected results since there is no 
specificity as to the composition of the adhesives. ' 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Iwata et al 
(Japanese 8-183570) in view of Clark et al (6,210,724) further in view of Airlie (UK 2,137,212) 
and Lee (EP 101,251). 

In regard to claims 6 and 7, Iwata et al discloses a packaged food comprising a food 
comprising an aqueous solution, a container comprising a plastic sheet comprising a surface 
portion, at least one vent hole provided in the surface portion, and at least one hole-sealing sheet 
for sealing the vent hole wherein the sheet comprises a base material and a pressure sensitive 
adhesive layer (i.e. an adhesive tape) provide on its base material for attaching said hole-sealing 
sheet to said surface portion surrounding the vent hole and wherein the adhesive layer can 
include acryl based rubber or styrene butadiene based rubber, and wherein the hole sealing sheet 
possesses both pressure sensitive and thermo-sensitive properties and has a vertical peeling 
strength within the ranges recited. Iwata et al employs the hole-sealing sheet for the same 
reasons that applicant employs the hole-sealing sheet; i.e. to act as a venting means when the 
adhesive becomes weaker and allows steam to escape from the package during heating of the 
contents when the temperature reaches a certain range. Clarke et al is relied on as further 
evidence of providing a food containing containers to be heated with a vent hole and a hole 
sealing sheet comprising a base layer and a pressure sensitive adhesive that weakens when 
exposed to a higher temperature. 
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Claims 6 and 7 appear to differ from Iwata et al and Clarke et al in the specific pressure 
sensitive adhesive employed. As noted above, the claims recite an adhesive consisting of styrene 
butadiene based rubber and acryl based rubber and either a rosin-based or a petroleum resin 
based material. Both Iwata et al and Clark et al not only disclose pressure sensitive adhesives 
that have thermo-sensitive properties so that the peeling strength is greatly reduced as the 
temperature rises but they also disclose that they can include styrene-butadiene based rubber or 
acryl based rubber. Since the art, taken as a whole, teaches to employ a pressure sensitive 
adhesive that has thermo-sensitive properties that causes the adhesive to lose peel strength when 
subjected to heat, the particular conventional adhesive one chooses too use is seen to have been 
an obvious optimization. Applicant is not the inventor of SBR, acryl rubber adhesives with rosin 
as evidenced by Airlie and Lee. Note, too, Clark et al discloses pressure sensitive adhesives with 
thermo-sensitive properties wherein the adhesive contains a major portion of SBR and a minor 
portion of an organic polymer. Since the specification gives no definition or examples of a 
petroleum based resin, it would appear that the adhesive of Clark et al meets this description. It 
is noted that applicant has not responded to the examiners request for applicant to submit any 
publications and patents that he is aware of concerning the recited adhesive and its properties. 
Applicant appears to be employing a known adhesive for its known properties and to modify 
Iwata et al and substitute one conventional adhesive for another for its art recognized and 
applicant's intended function is seen to have been obvious. Miizumo and Tanno et al are relied 
on as further evidence of venting holes covered by pressure sensitive adhesive. In regard to the 
dependent claims, the art taken as a whole is applied for the reasons given in Papers Nos. 6 and 
9. The particular conventional plastics and whether the material is clear or white would have 
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been obvious matters of routine determination, if indeed not already taught by Iwata et al and the 
art taken as a whole. 

All of applicant's remarks filed 9/22/03 have been fully and carefully considered but are 
not found to be convincing. The rejected is based on substituting one conventional adhesive for 
another. Although Iwata et al may rely on a foaming agent to cause the pressure sensitive to 
have thermo-sensitive properties, the art taken as a whole teaches the conventionality of other 
compositions employing other mechanisms besides using a foaming agent. Airlie and Lee are 
relied on to teach that applicant is not the first to combine the constituents. Whether the 
adhesives of Airlie and Lee would be thermo-sensitive at higher temperatures is unclear since 
Airlie and Lee do not address this environment. Note, too, the specification gives no 
concentration of adhesive constituents so that one could assume that the combination has 
thermo-sensitive properties in any proportion. Since Clark et al discloses pressure sensitive 
adhesives that are thermo-sensitive without foaming agents, the urging that Airlie teaches away 
from the teaching of Iwata et al is moot. Finally, beside the fact that the specific concentration of 
adhesive is not supported by the specification as originally filed, the composition appears to be 
conventional, and there is nothing on the record that evidences an unexpected result for using the 
specific ingredients. 

Any inquiry concerning this communication from the examiner should be directed to 
Steven Weinstein whose telephone number is 571-272-1410. The examiner can generally be 
reached on Monday-Friday from 7:00 a.m. to 3:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for the 
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organization where this application is assigned is 703-872-9306 for both regular communications 
and for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



S. Weinstein/dh 
December 9, 2003 



